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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )E3 Responsive to communication(s) filed on 08 December 2003 . 
2a)D This action is FINAL. 2b)l3 This action is non-final. 
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DETAILED ACTION 

This office action is in response to the application filed December 8, 2003. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-6,19 rejected under 35 U.S.C. 102(e) as being anticipated by Salatino 
(U.S. 5, 798,557). 

Salatino (Fig. 1-3, 5) discloses: 
(cl.1 ) a tool (261 & i.e. wafer, 200 support ), the tool comprising: a first tool half made 
from a semiconductor that has a coefficient of thermal expansion which is about the 
same as that of the wafer (Col. 5, Lines 55-56); the first tool half having surface 
features 1 ; 

(cl. 2, 4) wherein the first tool half is made from silicon (Col. 5, Lines 55-56); 
(cl. 3) and the first tool half cooperates with a second half, the first tool half and 
the second half together forming a mold; 



1 The surface itself is capable of being adapted for molding etc. 
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(cl. 5) the features of the first tool half have a spacing which corresponds to a spacing 
of the wafer (i.e. space of cap, and space between tool and support, not shown; Fig. 5). 

With respect to the intended use limitations of claims 1 , for example, " used to 
hold an array of wafer scale protective caps..." and "...for an array," the prior art 
structure satisfies the claimed structural limitation. As such, the claimed limitation does 
not distinguish over the prior art, since it has been held that the manner in which a 
claimed apparatus is intended to be employed does not differentiate the claimed 
apparatus from a prior art apparatus satisfying the claimed structural limitations. Ex 
parte Masham, 2 USPQ2d 1647 (1987). 

With respect to the process limitation of claims 6 and 19, such as "etching" or 
"lithography," the claimed product is the same as product of the prior art. "[E]ven though 
product-by-process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product does not 
depend on its method of production. If the product in the product-by-process claim is the 
same as or obvious from a product of the prior art, the claim is unpatentable even 
though the prior product was made by a different process." In re Thorpe, 777 F.2d 695, 
698, 227 USPQ 964, 966 (Fed. Cir. 1985). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Miyajima (U.S. 6,350,113) in combination with Cordes et al. (U.S 6,390,439). 

Mayajima (Fig. 11, 12, 15, 30) discloses: 
(cl. 1, also 15 [incl. Lim. 1-12]) a tool (22a, b), the tool comprising: a first tool half; the 
first tool half having surface features 2 ; 

(cl. 3) and the first tool half cooperates with a second half, the first tool half (20a) and 
the second half (20b) together forming a mold; 

(cl. 5) the features of the first tool half have a spacing that corresponds to a spacing of 
the wafer (i.e. cavity, 28); 

(cl. 7) wherein the first tool half has a lower surface in which recesses (28) are formed; 
the second half having an upper surface in which grooves are formed (28); the recesses 
and grooves defining the mold cavities (Fig. 30); 

(cl. 8, 9) the first tool half includes first eject holes (i.e. space taken by item 42) formed 
through it; the holes located in registry with the surface features there being provided a 
first half release wafer (50) from which projects a number of pins (not labeled); the pins 
located in registry with the first holes (i.e. in left and right portions of 20a & 42); the first 
tool half having a thickness in the area of the first holes, the pins being longer than the 
thickness; 

(cl. 12) and secon holes (i.e. cavity, 28) in registry with grooves (28) formed in upper 
portion; 



2 The surface itself is capable of being adapted for molding etc. 
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(cl. 10, 1 1) the first half release wafer (50) has a first position in which the pins are flush 
with an interior end of the first holes; there being a gap (i.e. space in hole between 
release and first half) between the first half and the first half release wafer when the first 
half release wafer is in the first position. 

(cl. 17) with material squeezed between first and second portions ("resin molding"; Title) 

(cl 18) and thin layer (50) is between first and second portions (Fig. 30); 

(cl. 20) a second mold half having an upper surface in which grooves are formed; 

the surface features of the first tool half and grooves defining the mold cavities (Fig, 30). 

With respect to the intended use limitations of claims 1 , for example, " used to 
hold an array of wafer scale protective caps..." and "...for an array" and "for the caps," 
the prior art structure satisfies the claimed structural limitation. As such, the claimed 
limitation does not distinguish over the prior art, since it has been held that the manner 
in which a claimed apparatus is intended to be employed does not differentiate the 
claimed apparatus from a prior art apparatus satisfying the claimed structural limitations. 
Ex parte Masham, 2 USPQ2d 1647 (1987). 

With respect to the process limitation of claims 6 and 19, such as "etching" or 
"lithography," the claimed product is the same as product of the prior art. "[E]ven though 
product-by-process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product does not 
depend on its method of production. If the product in the product-by-process claim is the 
same as or obvious from a product of the prior art, the claim is unpatentable even 
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though the prior product was made by a different process." In re Thorpe, 777 F.2d 695, 
698, 227 USPQ 964, 966 (Fed. Cir. 1985). 

Miyajima does not appear to disclose material for its mold/die being a 
semiconductor having about the same CTE as a wafer, such s silicon, which is 
transparent to UV about 1000-5000nm. 

However Cordes utilizes a its mold/die ("plate") being a semiconductor such as 
silicon that has the same CTE as a wafer (Col. 10, Lines 39-42). 

It would have been obvious to one of ordinary skill in the art to form the mold of 
Miyajma with silicon, which is transparent to UV about 1000-5000nm in order to 
eliminate shifting as taught by Cordes (Col. 10, Lines 39-42). 

Furthermore, it has been held that to be within the general skill of a worker in the 
art to select known material on the basis of its suitability for intended use as a matter of 
obvious design choice. In re Leshin, 125 USPQ 416 (CCPA 1960). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The prior art shows in the use of forming caps on 
wafers/substrates, and molding used for wafers and chips. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James M. Mitchell whose telephone number is (571 ) 
272-1931. The examiner can normally be reached on M-F 8:00-4:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carl Whitehead Jr. can be reached on (571) 272-1702. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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